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by Lawrence J. Udell

ow often have you heard, “A patent is
only as good as your ability to defend it
in a federal court”?

Consider this statement for a moment.
Think about the simplicity of the fact that
you would be involved in litigation because
you created a successful product that has
been copied, or because there existed an
agreement for licensing and one of the
parties did not uphold the terms of the
agreement. There could be other reasons,
but these are the most common. Lawsuits
only result from successful products and
perceived financial rewards.

I have personally been involved either as a
consultant/advisor or as an expert witness in
a number of lawsuits. Since I am not a prac-
ticing attorney, my judgments are based on
technical and human issues rather than legal
issues. After almost 50 years of working
with inventors—from the “crazy” to the
“brilliant,” from the very poor to the very
rich—1I have come to some conclusions that
I would like to share.

For the purpose of this article, I will
focus-on patent violation. It can be not only
a very traumatic experience, but one that
you need to prepare for both
financially and

psychologically.
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The legal cost of

patent litigation is expen-

sive for both sides. If a mutu-
ally agreeable settlement can be attained prior

to filing a suit, it is always advised.

If you must go to court, the objective is to
win. If you win, you can collect all legal fees,
plus damages, assuming, of course, that your
opponent has the resources to pay. Several
cases on the books show that when the
inventor wins, it very often results in large
damage settlements, plus the opportunity
for licensing to corporations because you
have proven your intellectual property rights
and values.

When a patent violation occurs, the
inventor is initially motivated by anger and
the desire to get even. I must caution against
that reaction because very often decisions
made in anger are very bad decisions. Always
evaluate the options based upon economic
realities and the strength of the patent claims
(will they stand up to challenges in a federal
court?).

Weigh the amount of money and time that
will be consumed against the true potential
return. If your violator is a publicly traded
company, they will consider the effect of
negative publicity on their sales, profits and
growth. You must look at how you will fund
a suit especially if your adversary is a large
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WHEN A PATENT
VIOLATION OCCURS,
THE INVENTOR IS
INITIALLY MOTIVATED
BY ANGER AND THE
DESIRE TO GET
EVEN...VERY OFTEN
DECISIONS MADE IN
ANGER ARE VERY
BAD DECISIONS.

YOU WANT AN
ATTORNEY WHO
HAS PATENT
LITIGATION
EXPERIENCE, PLUS...
A LAW FIRM WITH
A REPUTATION FOR
WINNING THAT
WILL STRIKE FEAR
IN THE HEART OF

. THE ENEMY!
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corporation with in-house legal counsel and
the resources to “out-live” you.

Before jumping feet first into the legal bat-
tle, do a lot of research. Find out everything
you can about the company, its officers, its
majority shareholders, its history of legal dis-
putes, its public image, etc. There are
directories and databases that you can search
at the reference section of any major library
or university. The more you learn about
your opponent, the better chance you have
of building and winning a case!

Think of yourself as the general of a small
army. What weapons will you need for bat-
tle? Who do you need to help you plan your
battle tactics? Surround yourself with those
who have experience in both legal and tech-
nical interpretations of your total situation.
Be very sure that those advising you are not
just saying what they think you want to hear.
They should challenge your logic and your
thought process at every step of the way.
Remember that you are still angry and
vindictive—whether you admit it or not!

Before starting any legal action, appoint a
skilled and experienced negotiator to repre-
sent you in an attempt to settle before filing a
law suit. Where do you find such a person?
Check with the Licensing Executives Society
International (LES) which consists of approx-
imately 5,000 members throughout the
world. LES membership is open only to
individuals involved in the legal and licensing
process of intellectual property and they
publish an annual directory of members.

Also, talk to your attorney. If you do not
have an attorney, contact your local bar
association for a recommendation. In some
cases it is better not to have an attorney
represent you for negotiations because the
other side may decide that if you have legal
counsel then their legal counsel must get :
involved. If at all possible, keep the lawyers
out of the initial discussions; the chance for
settlement could be much better with a
corporate executive negotiating with a non-
lawyer representing your interests.

If negotiations fail and you exhaust the
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We thought we would be able to do all that it would take to get our
product to market by ourselves...we were wrong. We wasted three
vears with other companies, unfil we called Solve-lt! Marketing and

talked to Harold Westbrook. Solve-t! does everything it says it will do!
Dennis & Nancy Nelson, Medford, OR

Mr. Westbrook, please have anyone you wish contact me. | would be
very happy to tell them how nice | was treated and how professionally
you worked fo get my product on the market. | mean that sincerely.
Al Zink, Phoenix, AZ

When | first called Solve-t! Marketing Co., | didn't know what to expect
since there are so many fly-by-night operators and scam artists looking
to take advantage of inexperienced inventors like myself. But you
quickly proved yourselves to me. Your people did everything you said
you would do and more, getfing projects out on fime and on budget,
keeping me apprised of everything that was going on and delivering
the leve! of marketing skills | was hoping to find.

Takeko Fewell, Bloomingdale, GA

Solve-1t! Marketing Co. solves marketing problems for
inventors just like you. If you have a patented or patent
pending product in production and need help getfing it to
market, WE CAN HELP! If you are interested in licensing
your invention, WE CAN HELP! SMC can provide FREE
product evaluations, FREE markefing help & guidance,
FREE referrals, PLUS publicity campaigns, test markefing,
sales management, sales fulfillment services (800#, Visa/MC),
and product representation.

(oll Harold Westhrook at
1-800-771-8348 or visit our website at

http:// www.solve-itmarketing.com for more information

SOLVE-IT!

Marketing Company

. 4990 Speak Lane, #280, San Jose, CA 95118

possibility of reaching a settlement, prepare

a strategy with the advice of a person or -
team that you totally trust. The next step is

to seek the right attorney and law firm to
represent your interests. If you have

prepared well, the law firm just might take
your case on a contingency basis. You will
still have to pay for the basics, but if they 1 ‘
believe you can win and are willing to
gamble with you, then you have a very good
case and a position to file suit.

(Continued on next page)
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You want an attorney who has patent
litigation experience, plus, if possible, a law

IE...COURT IS THE firm with a reputation for winning that will

strike fear in the heart of the enemy! The
ONLY OPTION, THEN : .

company executives will carefully analyze
HIT THEM HARD. either for settlement or suit, and their deci-
HIT THEM FAST. sions will be based on what it will cost to
HIT THEM WHERE IT win...what it will cost to lose...how long

they think you can hold out. They will use
WILL HURT THE MOST;

their corporate size to increase your fear and
DAMAGE THEIR diminish your effort. If a settlement can be
CORPORATE IMAGE. made prior to suit, they will come in with a
low-ball figure and tell you how lucky you
are. Remember: even a gorilla can be
mentons’ diged o subdued with a dart!
=) S0 If there is no choice in the matter and
1022 re Design Patents court is the only option, then hit them hard.
Worth the Expense? - m/j 90  Hit them fast. Hit them where it will hurt

1051 Do You Speak the most; damage their corporate image.
“Patentese?” A humorous
look at patent application
languae - m/a 92 among shareholders and customers. The

ORDER: 1-800-838-8808 fight can also lead to “them” coming at you

Bad publicity will arouse negative feelings

[ | want to order a one-year subscription for $22* [Canada $27 (US funds); overseas $40 (US funds)]. [ New Order [J Renewal
[ | Want to save and order two years for only $37.50* [$47 (US) Canada; $73.50 (US) Overseas] [ Gift*

with attempts to have your issued patent
invalidated. This can, and has, been done.
Be prepared not only to defend your position
of intellectual property but to maintain the
rights to the technology.

Corporations have business liability insur-
ance which means the insurance company
attorneys could get involved on behalf of
their client. Is your army prepared to do
battle with a stronger adversary than you
had originally considered? Even if your law
firm takes the case on a contingency arrange-
ment, you will still need a lot of money.
There have been cases in the court where
the inventor formed a Litigation Syndicate,
that is, a group of investors who put up the
money for the lawsuit—when you win, they
get a very healthy percentage of the award.

Last, but not least, do not make decisions
based on greed or revenge. If you let these
two beasts rear their ugly heads, “\_\ : /f_

you are doomed to failure! T

* Gift Card should read:

(1 Check Enclosed (US funds only)

(J Charge my credit card # J VISA dMC [ AX [ Discover Exp. Date

Name (please print)

oleEsT

Mailing Address

Post Office Box 70

Guffey, CO 80820
(719) 479-2290 FAX (719) 479-2291
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E-mail: inventorsd@aol.com MJ98
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